Annex A

|\ Dubai International
\/ Financial Centre

INTELLECTUAL PROPERTY
REGULATIONS

In force on [insert date]



CONSULTATION DRAFT INTELLECTUAL PROPERTY REGULATIONS

TABLE OF CONTENTS

1. INTRODUCTION ..ttt bbbt bbbt e bt bbbt bbbt e es bbbt bbb e s 1
1.1 Application and INTEMPIEtAtioN ..........ccociiiiieiiii ettt b bbbt sb et e sbe e erenre e 1
1.2 REFErENCES 10 WITEING .. .veveiviieiiitesiete ettt ettt b bbbt b bbbt bbbkt eb e e ekt e b ettt ab e e ebeane e 1
2. COMPLAINTS Lt b bbb st b b e bt eb e st e bt e b e s e eb e e E e s b ekt ne s e eb e e b e s b eb e nb e s e ebeabe e ebenre e 2
2.1 Procedures for Filing and Processing COMPIAINTS ..........ccoiiiiiiiiiiiiieineeeeese s 2
2.2 INSPECLION, SEIZUIE ANU STOTAYE ... .cvieeiiitiieet ettt ettt sttt bbbttt bbbt b bbbt e et ab e 3
2.3 PSR R b Rt 4
2.4 EXPBITS ...ttt R R R R R R R R e bR bRt r e rs 4
3. DIRECTIONS ...ttt bt b bbb bbb bbbt b bt e b b e bt e bt e bt e bt et bbbt et 5
3.1 ISSUANCE OF DIFECTION ...ttt bbb bbbt b bbbt bbbt bbbt e et b s 5
3.2 Failure to COmMPIY With DIFECTION .......c.eiuiitiiiitiitcietert ettt bbbttt 6
3.3 REVIEW DY TNE COUIM ..ottt bbbttt b bbbt b bbb bbbt b et b s 6
4. APPOINTMENT OF OFFICERS AND DELEGATION OF POWERS.......cccccooiiiitiiitieee e 7
4.1 APPOINEMENT OF OFFICEIS ...ttt bbb bbbttt b e 7
4.2 DElegatioN OF POWETS......c.iuiitiitiietiite etttk b etk b e b et b e bbb bbb bbb b et b 7
5. COORDINATION WITH AUTHORITIES ..ottt 7
5.1 Commissioner’s Coordination With AULROTIIES .......eeviriiiiriieieerie ettt sree b 7
AANNEX 1 = FBES ..t r e h e b e E e e R e E e R E e e e 8
ANNEX 2 —FOFM L Lot e bRt E bt e bt e s e e st E e e Rt e b e e Rt eh e s e s e bt s Rt b et e s e e n e renne s 9



CONSULTATION DRAFT INTELLECTUAL PROPERTY REGULATIONS

The Board of Directors of the DIFCA, in the exercise of the powers conferred on them by Article 60 of the Intellectual
Property Law No. 4 of 2019, hereby make these Regulations.

1. INTRODUCTION
1.1 Application and Interpretation
1.1.1  These Regulations apply to any person to whom the Law applies.
1.1.2  Defined terms are identified throughout these Regulations by the capitalisation of the initial letter of a word
or phrase. Where capitalisation of the initial letter is not used, an expression has its natural meaning.
1.1.3  The following defined terms have the meaning given below:
Defined Term Definition
Commissioner the DIFC Commissioner of Intellectual Property.
Complainant a person filing a complaint with the Commissioner pursuant to an infringement,
prohibited act, misappropriation or conflict pursuant to the Law.
Expert a person with the relevant technical expertise appointed by the Commissioner in
accordance with the Regulations.
Law the Intellectual Property Law No. 4 of 2019 and any amendments.
Regulations these Intellectual Property Regulations and any amendments.
Respondent a person against whom a complaint is filed with the Commissioner.
1.1.4  Atermthatis used in these Regulations which does not appear in the table above and is defined in the Law
shall have in these Regulations, the same meaning as it has in the Law.
1.1.5 The Rules of interpretation in the Law apply to these Regulations.
1.2 References to writing
1.2.1  If a provision in these Regulations refers to a communication, notice, agreement or other document “in
writing” then, unless the contrary intention appears, it means in legible form and capable of being reproduced
on paper, irrespective of the medium used. Expressions related to writing must be interpreted accordingly.
1.2.2  This does not affect any other legal requirements which may apply in relation to the form or manner of

executing a document or agreement.
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COMPLAINTS
Procedures for Filing and Processing Complaints

Complaints filed with the Commissioner pursuant to Article 59(3)(a) of the Law, including any disputes,
shall be filed and processed in accordance with this Regulation 2.

A Complainant may lodge a complaint with the Commissioner in such manner prescribed by the
Commissioner, providing the following information:

@ full name, address and capacity of the Complainant;

(b) the name and details of the Respondent;

(© the details of the complaint;

(d) a ddetailed statement of the alleged facts which the Complainant believes gives rise to the complaint;
an

(e) the relief sought by the Complainant.

A complaint filed in accordance to Regulation 2.1.2 shall be accompanied with supporting documents
including the following:

@ proof of ownership of intellectual property rights or the right to claim protection pursuant to such
ownership, which may include patent registration certificates, trademark registration certificates
and agreements evidencing ownership;

(b) if a complaint is filed on behalf of the owner of the intellectual property or the holder of intellectual
property rights, a suitable power of attorney;

(c) any documents or other evidences, including witness statements, confirming that the infringement,
misappropriation or conflict occurred within the DIFC;

(d) proof of payment of the fees in accordance with Regulation 2.3; and

(e) an undertaking to cover any costs and expenses incurred by the Commissioner (or his delegate) to
investigate the complaint, including any costs associated with appointing an Expert (if applicable)
under Regulation 2.4.3.

Upon receipt of a complaint, the Commissioner shall consider the complaint and may request the
Complainant to submit additional documents, information or other forms of evidence that the Commissioner
considers necessary to consider the complaint.

Unless Regulation 2.1.6 applies, the Commissioner shall notify the Respondent in writing of the details of a
complaint filed against the Respondent, within ten (10) business days of the receipt of:

@ the complaint pursuant to Regulation 2.1.2; or

(b) any additional documents, information or other evidence requested by the Commissioner under
Regulation 2.1.4, whichever is later.

If the Commissioner is of the opinion that notifying a Respondent of a complaint under Regulation 2.1.5
may pose a risk to the investigation of the complaint or the preservation of evidence relating to the complaint,
the Commissioner may delay the notification for such period as the Commissioner deems fit.

A Respondent shall have the right to respond to the complaint within ten (10) business days of receiving the
Commissioner’s notification under Regulation 2.1.5. The Commissioner may extend this period if the
Respondent provides sufficient reasons to justify the extension.
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If a Respondent does not respond to the Commissioner within the period specified or allowed by Regulation
2.1.7, the Commissioner may proceed to issue a direction based on the findings of his own investigations of
the complaint, or accept the submissions of a Complainant without any further investigations or verification.

The Commissioner shall provide a Complainant with a copy of a response submitted by a Respondent under
Regulation 2.1.7, together with all supporting documents, and the Complainant may file a reply to any further
points raised by a Respondent in the response. Any such reply must be filed by the Complainant within ten
(10) business days of receiving the Respondent’s response from the Commissioner. The Commissioner may
extend this period if the Claimant provides sufficient reasons to justify the extension. No further responses
will be accepted unless specifically requested by the Commissioner.

Any complaint, response, reply or document filed with the Commissioner must be in the English Language
or accompanied by an English translation, certified to the satisfaction of the Commissioner.

The Commissioner may invite a Complainant and/or a Respondent to attend meetings or calls to discuss
aspects of a complaint that in the view of the Commissioner are necessary to issue a direction. The
Commissioner shall prepare minutes of such meetings which shall be added to the Commissioner’s records
of the complaint and related proceedings.

Inspection, seizure and storage

In order to investigate a complaint from a Complainant and obtain any relevant evidence, the Commissioner
may inspect the DIFC premises of a Respondent, which may take place prior to or after notifying the
Respondent of such complaint. Where required, the Commissioner may coordinate with the relevant UAE
federal and local authorities to conduct such an inspection pursuant to the provisions of Article 59(3)(b) of
the Law.

The Commissioner shall prepare a report indicating the result of the inspection, which shall be added to the
Commissioner’s records of the complaint and related proceedings.

Where, for the reasons provided in Regulation 2.1.6, an inspection takes place prior to the Respondent having
received the details of the complaint pursuant to Regulation 2.1.5, the Commissioner (or his delegate,
pursuant to Regulation 2.2.4) shall provide the Respondent with such details upon arriving at the
Respondent’s premises, or as soon as reasonably practicable thereafter.

The Commissioner may delegate his inspection rights under the Law or these Regulations to an officer
appointed in accordance with Regulation 4.2.

The Commissioner may seek the assistance of an Expert at any stage during an inspection, investigation or
when determining a complaint.

The Commissioner shall prepare a report on the result of the inspection, which may include the description
and quantity of infringing products at the premises, as well as any machines, materials, tools and equipment
used in the infringement.

Based on the inspection, the Commissioner may decide on the seizure of any infringing items including
goods, machines, materials, tools and equipment found at the Respondent's premises.

The Complainant, based on the Commissioner’s instructions, shall arrange for storing items seized in
accordance with Regulation 2.2.7 at a storage facility approved by the Commissioner. The storage facility
shall provide an undertaking to keep the seized items under its custody until a direction is issued in the
complaint.

Any cost incurred under Regulation 2.2 must be covered directly by the Complainant. The Complainant shall
be entitled to recover such costs from the Respondent if the Commissioner issues a direction enabling the
Complainant to recover these costs.
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Fees

The Complainant shall pay the fees prescribed in Annex 1 upon filing the complaint in accordance with
Regulation 2.1.

The Commissioner shall not consider a complaint if fees were not paid in accordance with Regulation 2.3.1.
Experts
The Commissioner shall establish a register of approved Experts.

A person wishing to be registered as an Expert shall submit an application to the Commissioner using the
form prescribed by the Commissioner. The application must be accompanied by the fee prescribed in Annex
1. An Expert approved by the Commissioner shall pay annual registration fees prescribed in Annex 1.

The Commissioner may appoint one (1) or more Experts to provide a technical report in connection with a
Complaint. The Commissioner shall decide on the fees, charges and any expenses payable to the Expert in
connection with producing the technical report, based on the complexity of the subject matter and the task(s)
assigned to the Expert. The Complainant shall bear the costs of the Expert, which the Complainant shall be
entitled to recover from the Respondent, if the Commissioner issues a direction enabling the Complainant to
recover such costs.

An Expert appointed by the Commissioner shall provide a report on the subject matter tasked by the
Commissioner within a period of 10 business days from receiving its task. This period which may be
extendable for further periods as deemed reasonable by the Commissioner.

Representation

The Complainant and Respondent may represent themselves before the Commissioner or be represented by
a legal practitioner registered on Part | or Part Il of the Courts' Register of Legal Practitioners.
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DIRECTIONS

Issuance of Direction

After considering a complaint and completing all the investigations and inspections the Commissioner deems
necessary, the Commissioner shall issue a direction in accordance with Article (66) of the Law and this
Regulation 3.1, as follows:

(@)

(b)

(©)

if the Commissioner is satisfied that a person has violated the Law, he may issue a direction with
one (1) or more of the following measures:

Q) order the Respondent to refrain from the violation and carry out all necessary acts to
comply with the Law;

(i) request the DIFC Registrar of Companies to temporarily suspend the DIFC licence of the
Respondent;

(iii) order confiscation of all materials, goods, tools, machines, equipment, signs,
advertisements related to the violation and order the transfer, storage and destruction of the
same, at the expense of the Respondent and in accordance with Regulation 3.1.4;

(iv) impose fines in accordance with Article 66(1) and Schedule 3 of the Law; or

(v) in case of a repeat infringement, request the DIFC Registrar of Companies to revoke the
DIFC licence of the Respondent and/or impose up to double the fines stipulated in
Schedule 3 of the Law as permitted under Article 66(2) of the Law. For the avoidance of
doubt, a repeat infringement shall occur regardless of the intellectual property right
previously infringed;

if the Commissioner is not satisfied that a person has violated the Law, the Commissioner may issue
a direction rejecting the complaint; or

if the Commissioner, after consideration, was unable to conclude whether a violation has been
committed, the Commissioner shall issue a direction requesting the parties to refer the matter to the
Court.

A direction issued by the Commissioner under Regulation 3.1.1 shall be a written notice (a “Notice of
Direction” in accordance with Form 1 in Annex 2) issued to the Complainant and, if applicable, the
Respondent including:

(@)
(b)

(©)

(d)
()
()
(@)

(h)

the measures (if any) ordered in respect of the complaint as set out in Regulation 3.1.1(a);

the reasons for the direction, including any findings of fact, and specifying the legal provisions
relied on by the Commissioner in reaching the direction;

if the Commissioner is satisfied that a violation is being or has been committed, a statement relating
to the violation of the Law or these Regulations;

a copy of any relevant materials considered;
the date on which the direction is to take effect;
if applicable, the date by which any relevant action shall be taken;

if applicable, any costs incurred by the Commissioner or the Complainant to be paid by the
Respondent; and

a statement to the effect that the aggrieved party may seek a review of the direction before the Court,
and the period to seek a review before the Court pursuant to Regulation 3.4.1.
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For the purposes of Regulation 3.1.2 (c) above, the Commissioner:

() may refer to materials (instead of providing a copy) if the materials are held by the Respondent or
are publicly available; and

(i) is not required to provide materials that are subject of legal professional privilege, or when its
disclosure may prejudice the protection of intellectual property rights.

For the purposes of Regulation 3.1.2(e), if a direction ordered the confiscation, transfer, storage and
destruction of materials, goods, tools, machines, equipment, signs, advertisements related to an infringement
in accordance with Regulation 3.1.1(a)(iii), the Commissioner shall specify in the direction the process,
timing and location for such destruction, which shall be carried out with due regard to the nature of items
seized, and shall be executed in coordination with the relevant federal and local authorities.

If a direction includes a request to the DIFC Registrar of Companies to temporarily suspend or revoke the
DIFC license of the Respondent in the DIFC, the Commissioner shall, upon issuance of the direction, send
a copy of the direction to the DIFC Registrar of Companies for his consideration.

Failure to Comply with Direction

If a person fails to comply with a direction, the Commissioner may apply to the Court to issue orders as
detailed in Article 66(5) of the Law.

Review by the Court
In accordance with Article 67 of the Law, a person aggrieved by the direction of the Commissioner may file
a request to the Court to review the direction within fifteen (15) days of receiving a Notice of Direction from

the Commissioner.

If a request for review is filed with the Court, the measures (if any) included in the Notice of Direction issued
by the Commissioner shall be suspended pending a decision issued by the Court.
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APPOINTMENT OF OFFICERS AND DELEGATION OF POWERS
Appointment of Officers

In accordance with Article 59(3)(f) of the Law, the Commissioner may, if he deems it necessary or desirable
in the pursuit of his powers and functions, appoint one (1) or more officers to assist the Commissioner with
his functions including investigating, inspecting and consideration of infringement complaints raised with
the Commissioner in accordance with the Law and these Regulations.

Officers to be appointed in accordance with Regulation 4.1 shall have the appropriate experience and
qualifications in the field of intellectual property.

Delegation of Powers

The Commissioner may delegate some of his powers to the appointed officer(s) in accordance with Article
59(3)(g) of the Law and shall obtain the DIFCA Board of Directors approval on any delegation made in
accordance with Regulation 4.

COORDINATION WITH AUTHORITIES
Commissioner’s Coordination with Authorities

In accordance with Article 59(3)(b) of the Law, the Commissioner shall coordinate with the UAE federal
and local authorities with respect to the protection of intellectual property rights within the DIFC.

Subject to Regulation 5.1.3, the Commissioner may sign agreements or memoranda of understanding in
relation to coordinating and cooperating for cooperation with relevant UAE federal and local authorities,
which would facilitate the Commissioner’s duties in the enforcement of the Law and these Regulations in
the DIFC. Such coordination and cooperation shall include sharing information, assistance in inspection,
seizures, confiscation and destruction of infringing items, as well as any other aspects of cooperation that
may be required for enforcement of intellectual property rights in the DIFC.

Any agreement or memoranda of understanding to be signed by the Commissioner pursuant to Regulation
5.1.2 shall require approval by the DIFCA Board, or its delegate, to ensure that it meets the objectives of the
DIFC.
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ANNEX 1 - FEES

Table of fees

Patent/Utility Model infringement complaint 500
Design infringement complaint 500
Trademark infringement complaint 500
Copyright infringement complaint 500
Trade Secret misappropriation complaint 500
Inspection of a Respondent’s Premises 500
Expert Application Fee 500
Recording an Expert with the Commissioner (per annum fee) 1,000
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ANNEX 2 -FORM 1

COMMISSIONER OF INTELLECTUAL PROPERTY
NOTICE OF DIRECTION
NOTICE OF DIRECTION PURSUANT TO ARTICLE 66 OF THE DIFC INTELLECTUAL PROPERTY
LAW

To: Full name and address of person receiving Notice

1. The Commissioner of Intellectual Property has considered the complaint filed by [ ] against [ 1

2. Taking into account the facts giving rise to this complaint, the documents reviewed, this direction (“Direction”)
has been issued by the Commissioner of Intellectual Property.

[Provide details of the Direction as set out in Regulation 3.1.2].

3. This Direction is effective as of the date of this notification and must be executed by [date].

4. This Direction can be appealed to the DIFC Court within fifteen (15) days of date of this notification.

5. Should you neither execute this Direction, nor file an appeal with the DIFC Court before 5pm on [date], the
Commissioner of Intellectual Property may apply to the Court seeking suitable orders.

Should no appeal be filed in respect of this Notice of Direction, the Commissioner of Intellectual Property may publish
details of the matter to which this Direction relates.

Commissioner of Intellectual Property Date



